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Before LEE E. BARRETT, JOHN A. JEFFERY, and STEPHEN C. SIU, 
Administrative Patent Judges. 

BARRETT, Administrative Patent Judge. 



DECISION ON APPEAL 
This is a decision on appeal under 35 U.S.C. § 134(a) from the final 
rejection of claims 1-64. We have jurisdiction pursuant to 35 U.S.C. § 6(b). 
We reverse but enter a new ground of rejection. 



1 Filed March 11, 2004, titled "Profiling Data in a Data Store." The 
real party in interest is International Business Machines Corporation. 
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STATEMENT OF THE CASE 

The invention 

This invention relates to the generation of a profile of data in a data 
store and particularly to the use of a profile of data in a data store to identify 
situations where a selected set of data items does not exist in the data store. 
Spec. 1,11. 4-8. 

Illustrative claim 

Claim 1 is reproduced below for illustration: 

1. A method for extracting data from a data store comprising a 
first set of one or more data items, the method comprising the steps of: 

creating a selected set comprising a second set of one or more 
data items in accordance with a selection rule; 

creating a profile of the data store, the profile comprising a 
profile rule defining a profile set, wherein the profile set comprises a 
third set of one or more data items in accordance with the profile rule; 

responsive to a determination that an intersection of the selected 
set and the profile set is non-empty, extracting a fourth set of one or 
more data items from the data store in accordance with the selection 
rule; and 

responsive to a determination that the intersection of the 
selected set and the profile set is empty, providing an indication that 
the data store does not include data items in the selected set. 
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The references 

Kolovson US 5,951,695 Sep. 14, 1999 

Jiang US 6,385,641 Bl May 7, 2002 

Siefert US 2002/0194179 Al Dec. 19, 2002 

Asherman US 6,738,775 B2 May 18, 2004 

(filed Nov. 29, 2000) 

The objection and rejections 

Claims 1 and 17 are objected to. 

Claims 1, 8-13, 15, 17, 24-29, 31, 33, 40-45, 47, 49, 56-61, and 63 
stand rejected under 35 U.S.C. § 102(b) as being anticipated by Siefert. 2 

Claims 2-7, 18-23, 34-39, and 50-55 stand rejected under 35 U.S.C. 
§ 103(a) as unpatentable over Siefert and Asherman. 

Claims 14, 30, 46, and 62 stand rejected under 35 U.S.C. § 103(a) as 
unpatentable over Siefert and Kolovson. 

Claims 16, 32, 48, and 64 stand rejected under 35 U.S.C. § 103(a) as 
unpatentable over Siefert and Jiang. 

OBJECTION 

Technically, the Board does not have jurisdiction to review an 
"objection" under 35 U.S.C. § 132. The Board's jurisdiction is limited to 
those matters involving the rejection of claims. In re Hengehold, 440 F.2d 
1395, 1404 (CCPA 1971). Nevertheless, the Examiner's objection here is 



2 The statement of the rejection only mentions claims 1, 17, 33, 
and 49. Final Office Action 2; Ans. 3. However, the discussion includes 
dependent claims 8-13, 15, 24-29, 31, 40-45, 47, 56-61, and 63 and it is 
assumed that these claims are rejected. 
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more like a rejection on the merits for indefiniteness under 35 U.S.C. § 112 
f 2 than an objection based on form. Accordingly, to advance the 
prosecution we address the merits of the objection. 

The Examiner objects to claims 1 and 17 because they recite 
"a determination that the intersection of the selected set and the profile set is 
empty, providing an indication that the data store does not include data items 
in the selected set," which the Examiner considers improper "because if 
there is no result there would be no intersection." Final Office Action 
(FOA) 2; Ans. 3. The Examiner suggests "determining if the intersection 
exists instead of determining if the intersection is empty." FOA 2; Ans. 3. 

Appellants argue that the Examiner errs in stating that there can be no 
intersection if there are no items in common. It is argued that in 
mathematics, an intersection can exist without elements in common, in 
which case the intersection is said to be empty or disjoint. Reply Br. 2-3. 

We agree with Appellants. It is well known in discrete mathematics 
that an intersection between two sets can be "empty." That is, the unique set 
having no elements at all is called the "empty set." Two sets are said to be 
"disjoint" if they have no elements in common. Claim 1 recites "a 
determination that the intersection of the selected set and the profile set is 
empty" which plainly recites the empty set. The Examiner's objection to the 
claim language is in error. 
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ISSUES 

Based on Appellants' arguments, the issues are: 

(1) Does Seifert describe "creating a profile of the data store, the 
profile comprising a profile rule defining a profile set, wherein the profile set 
comprises a third set of one or more data items in accordance with the 
profile rule," as recited in independent claims 1 and 17 and similar 
limitations recited in independent claims 33 and 49? 

(2) (a) Does Siefert describe "responsive to a determination that the 
intersection of the selected set and the profile set is empty, providing an 
indication that the data store does not include data items in the selected set," 
as recited in independent claims 1 and 17? 

(2) (b) Does Seifert describe "determining if there is a non-empty 
intersection of the selected set and the profile set," as recited in independent 
claims 33 and 49? This limitation does not require providing an indication if 
the intersection with profile set is empty. 

PRINCIPLES OF LAW 
"Anticipation requires the presence in a single prior art disclosure of 
all elements of a claimed invention arranged as in the claim." Connell v. 
Sears, Roebuck & Co., 722 F.2d 1542, 1548 (Fed. Cir. 1983). 

FINDINGS OF FACT - Siefert 
Siefert describes a system for managing "resources." The resources 
include data, information, and knowledge, which can be computer-type data 
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or files, f [0058], or other kinds of resources such as a book, a reel of movie 
film, and a physical object, f [0065]. 

Resources are divided into two classes. One class is based on the fact 
that books, movies, and files contain information that can be transmitted 
over a data link once translated into the proper format, f [0066]. The 
second class represents the tangible material objects, the books, movies, and 
physical objects themselves, f [0067]. 

"Each RESOURCE has an associated PROFILE, which contains 
descriptive information about the RESOURCE." f [0058]. Every resource, 
irrespective of its classification, is associated with a "profile." f [0068]. A 
profile is analogous to physical cards in a card catalog. 

Each profile contains important information about the resource, such 
as a description of the resource, where it is located, etc. f [01 14]. For 
example, each profile has a descriptive title, f [0059]. Each profile is also 
assigned a category, ff [0073], [0124]. 

Users can search according to specific criteria, such as by titles, word 
or phrase, category, type of media, repositories, and systems, ff [0117], 
[0121]-[0127]. 
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ANALYSIS 

(1) "creating a profile of the data store, the profile comprising a profile 
rule defining a profile set, wherein the profile set comprises a third set 
of one or more data items in accordance with the profile rule" 

The Examiner refers to f [0058] of Siefert and finds: "creating a 
profile of the data store" corresponds to creating the profile in Siefert; in "the 
profile comprising a profile rule defining a profile set," the "profile rule" 
corresponds to a "level of descriptiveness" in Siefert; and "a third set of one 
or more data items in accordance with the profile rule" corresponds to 
"placing words in the set that best describe a repository." FOA 3; Ans. 4. 

Appellants argue that "Seifert does not describe a 'level of 
descriptiveness' of a profile anywhere or in any form" (Br. 12), and "Siefert 
only states that the profile contains a description of the resource" (Br. 13). It 
is argued that "if Seifert did teach a 'level of descriptiveness,' this feature is 
not equivalent to a 'profile rule,' as claimed and is not equivalent to a 'profile 
set,' as claimed." Br. 13. Appellants also argue that " Seifert' s description 
also does not describe a 'profile set,' which is a term well-defined in the 
specification and understood by those of ordinary skill in the art." Br. 13. 

While Siefert uses the term "profile," it does not mean the same thing 
as in the claims. The claims require "a profile of the data store," whereas 
Siefert's profile is a profile of a resource, i.e., of a single data item in the data 
store. The claims require a "profile rule defining a profile set." The "profile 
rule" is defined in the Specification as "a logical rule which specifies the 
data items in the data store." Spec. 7, 11. 22-23. The "profile set" is the set 
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of data items in the data store that satisfies the rule. Siefert does not profile 
the items in the data store, but only describes individual resources. There is 
no "profile rule" that is a logical rule describing data items in the data store. 
We agree with Appellants that a description of a resource is not a rule. 
The ordinary definition of a "rule" is a prescribed operation or method of 
procedure; thus, a description is not a rule. Furthermore, the description of a 
resource in a profile (which the Examiner considers to be a profile rule) does 
not meet the limitation of "defining a profile set, wherein the profile set 
comprises a third set of one or more data items in accordance with the 
profile rule" because the description applies only to a single resource (data 
item) and is incapable of "defining a profile set . . . of one or more data items 
in accordance with the profile rule." We understand that claims can often be 
reasonably interpreted in a way that an applicant did not intend, but the 
Examiner has not provided a claim interpretation that would explain away 
the discrepancies between the claims and the description in Siefert. 
Appellants have shown error in the Examiner's finding. 

(2)(a) "responsive to a determination that the intersection of the selected set 
and the profile set is empty, providing an indication that the data 
store does not include data items in the selected set" 

The Examiner finds that "responsive to a determination that the 
intersection of the selected set and the profile set is empty, providing an 
indication that the data store does not include data items in the selected set" 
is taught by Siefert because "if there is no intersection, there is no match to 
the searching criteria (set established based in the selection rule)." FOA 3. 
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Appellants argue that this statement has no basis in Siefert. Br. 13. 
It is argued that Siefert does not teach determining whether an intersection 
of sets is empty and "[t]herefore, regardless of how broadly the Examiner 
interprets the word 'indication,' Siefert does not teach providing an 
indication, as claimed, because the claimed indication is responsive to the 
determination of the intersection of the claimed sets." Reply Br. 6. 

As explained in section (1), Siefert does not describe "creating a 
profile of the data store, the profile comprising a profile rule defining a 
profile set, wherein the profile set comprises a third set of one or more data 
items in accordance with the profile rule." Since Siefert does not create a 
"profile set" it cannot determine an intersection between the selected set and 
the profile set. The "selected set" in Siefert is the set of all possible data 
items which satisfy a selection rule, e.g., a search criterion. However, there 
is no determination of an intersection of the selected set with a profile set 
because there is no profile set. The Examiner appears to say that if there are 
no results from the search based on the selection rule, there must have been 
no intersection between the selected set and the profile set. This ignores the 
claim language which positively recites an "intersection" operation between 
the selected set and the profile set. The fact that the end result might be the 
same (no data items returned) does not mean that the operation took place. 
Finally, since there is no "determination that the intersection of the selected 
set and the profile set is empty" in Siefert, there can be no "providing an 
indication" responsive to the determination. 

Appellants have shown error in the Examiner's finding. 
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(2)(b) "determining if there is a non-empty intersection of the selected 
set and the profile set" 

As discussed in section (2)(a), Siefert does not perform an intersection 
between a selected set and a profile set since there is no profile set. 
Although claims 33 and 49 do not require the additional step of "providing 
an indication" if the intersection is empty as in claims, there must still be an 
intersection determination, which is not found in Siefert. 

Appellants have shown error in the Examiner's finding. 

CONCLUSION 

Appellants have shown two errors with respect to the anticipation 
rejection of each of the independent claims. The Examiner does not rely on 
the additional references for the limitations of the independent claims. 
Accordingly, the rejections of claims 1-64 are reversed. 

NEW GROUND OF REJECTION 
Claims 1, 17, 33, and 49 are rejected under 35 U.S.C. § 102(b) or, in 

the alternative, under 35 U.S.C. § 103(a) over Dialog Pocket Guide (2001) 

("Dialog") (copy attached). We leave it to the Examiner to consider the 

patentability of the dependent claims. 

Claim 1 is considered representative. Claim 1 does not appear to 

distinguish over well known database searching as evidenced, for example, 
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by Dialog. 3 Dialog describes that the logical search operator AND performs 
an intersection between the results from two search terms. Page 4. A 
"selection rule" is a logical rule which describes the data items in the data 
store and can be a term, a term with proximity operators, terms with indexes, 
range searching, numeric searching, etc. (e.g., pages 3-11) that produces a 
"selected set." As a matter of claim interpretation, we conclude that a 
"profile rule" can be the same thing as a selection rule because it is also a 
logical rule that describes a set of items, a "profile set," from the data store. 
The claims do not recite how or when or by whom the profile rule is created 
so as to distinguish over a selection rule. 

Consider the simple example on page 45. The limitation of "creating 
a selected set comprising a second set of one or more data items in 
accordance with a selection rule" reads on a level SI search for the terms 
"disposable" adjacent to "diaper" which results in a selected set of 3,070 data 
items. The limitation "creating a profile of the data store, the profile 
comprising a profile rule defining a profile set, wherein the profile set 
comprises a third set of one or more data items in accordance with the 
profile rule" reads on a level S2 search for "market" within two words of 
"share" which results in profile set of 143,005 data items. The limitation 
"responsive to a determination that an intersection of the selected set and the 
profile set is non-empty, extracting a fourth set of one or more data items 
from the data store in accordance with the selection rule" reads on the 

3 The USPTO's EAST search system is similar but we do not have 
access to that documentation with the relevant dates. 



11 



Appeal 2009-002903 
Application 10/798,920 

intersection (AND operation) between level SI and level S2 searches 
showing a non-empty set of 420 data items. The limitation "responsive to a 
determination that the intersection of the selected set and the profile set is 
empty, providing an indication that the data store does not include data items 
in the selected set" reads on the intersection (AND operation) between level 
SI and level S2 searches where there are no items in common: that is, if 
SI AND S2 is zero (not shown, but clearly possible with different data), 
there is an indication that the data store does not include items in common. 
Of course, the S 1 search could correspond to a profile rule and the S2 search 
could correspond to a selection rule, instead of vice versa. 

CONCLUSION 
The rejections of claims 1-64 are reversed. 

A new ground of rejection is entered as to claims 1, 17, 33, and 49. 

This decision contains new grounds of rejection pursuant to 37 C.F.R. 
§ 41.50(b). 37 C.F.R. § 41.50(b) provides that "[a] new ground of rejection 
pursuant to this paragraph shall not be considered final for judicial review." 

37 C.F.R. § 41.50(b) also provides that the appellant, WITHIN TWO 

MONTHS FROM THE DATE OF THE DECISION, must exercise one of 

the following two options with respect to the new ground of rejection to 

avoid termination of the appeal as to the rejected claims: 

(1) Reopen prosecution. Submit an appropriate amendment of 
the claims so rejected or new evidence relating to the claims so 
rejected, or both, and have the matter reconsidered by the examiner, in 
which event the proceeding will be remanded to the examiner. . . . 
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(2) Request rehearing. Request that the proceeding be reheard 
under § 41.52 by the Board upon the same record. . . . 

Requests for extensions of time are governed by 37 C.F.R. § 1.136(b). 
See 37 C.F.R. § 41.50(f). 



REVERSED - 37 C.F.R. § 41.50(b) 



Attachment : Dialog Pocket Guide (2001) 
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